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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
03/09/2009 has been entered. Furthermore, the amendment filed on 07/07/2009 has 
been entered. The amendment of 07/07/2009 supersedes the submission. 

2. Claims 1-6 are pending in the application. 

Claim Objections 

3. Claims 1 , 3 and 5 are objected to because of the following informalities: 

Claim 1 recites "component (D) being a catalyst". The word "being" is redundant in the 
statement and should be deleted. 

Claim 1 further recites "provided that said Si-H group is introduced into a polymer". The 
article "a" as used in the statement is a grammatical error, because it refers to "a 
polymer" rather than "the polymer" of the claim. 

Claims 3 and 5 recite "metal oxide fine powder". This is a grammatical error. The 
statement should be changed to "fine metal oxide powder" 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1,3, 4 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Tsumura et al (US 5,623,030). 

Regarding claims 1, 4 and 6, Tsumura et al teaches a curable composition providing a 
cured product which comprises components (B), (C), and (D) a platinum catalyst 
(abstract). Tsumura et al further teaches the composition of the invention comprising an 
organosilicon compound containing at least one SiH group and at least one vinylsilyl 
group per molecule, specific examples of which include the structure of col. 8, lines 1-10. 
Tsumura et al further teaches curing the composition of the invention over a range of 
temperatures (col. 14, lines 20-50). The structure of col. 8, lines 1-10 meets the limitation 
of component (C) of the instant claim. 

Concerning the limitation "provided that said Si-H group is introduced by allowing a 
chlorosilane and/or a silanol, each having an Si-H group to react with an Si-OH group 
and/or an Si-CI group left after a sol gel reaction of alkoxysilane and/or chlorosilane, 
each having no Si-H group", the examiner notes that this is a product-by-process 
limitation, and that even though product-by-process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The 
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patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process. 

Regarding claim 3, Tsumura et al further teaches the composition of the invention 
comprising fine powder of silica hydrate or anhydrous silica or silica powder (col. 13, 
lines 37-47), and exemplifies NIPSIL-LP (col. 15, lines 7-10). 

6. Claims 1-2, 4 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fujiki et al (US 5,536,803). 

Regarding claims 1-2 and 6, Fujiki et al teaches a silicone composition comprising an 
organohydrogenpolysiloxane and a platinum catalyst (abstract). Fujiki et al further 
teaches illustrative examples of the organohydrogenopolysiloxane of the invention to 
include the fourth structure of col. 12, lines 32-65. The fourth structure of col. 12, lines 
32-65 meets the limitations of component (C) of the instant claim. 
Concerning the limitation "provided that said Si-H group is introduced by allowing a 
chlorosilane and/or a silanol, each having an Si-H group to react with an Si-OH group 
and/or an Si-CI group left after a sol gel reaction of alkoxysilane and/or chlorosilane, 
each having no Si-H group", the examiner notes that this is a product-by-process 
limitation. 
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Regarding claims 3 and 5, Fujiki et al further teaches the composition of the invention 
comprising finely divided silica (col. 13, line 61-col.14, line 46). 

Regarding claim 4, Fujiki et al further teaches a cured product obtained by curing the 
silicone composition of the invention, simply by heating the composition to induce 
addition reaction (col. 15, lines 5-15). 

7. Claims 1, 3 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ikeno et al (US 2002/0111452). 

Regarding claims 1, 3 and 4, Ikeno et al teaches an organopolysiloxane composition 
comprising (A) an organopolysiloxane with at least two alkenyl groups bonded to silicon 
atoms, (B) a straight chain organopolysiloxane with a hydrogen atom bonded to a 
silicon atom at both terminals, (D) a hydrosilylation reaction catalyst, and (E) finely 
powdered silica [0008-0013]. Ikeno et al further exemplifies a composition comprising 
a dimethylpolysiloxane with both terminals of the molecular chain blocked by a 
vinyldimethylsilyl group and having a viscosity at 25°C of approximately 1Pa.s, and a 
dimethylpolysiloxane with a hydrogen atom bonded to a silicon atom at both terminals of 
the molecular chain (wherein the proportion of silicon atom bonded hydrogen atoms = 
0.13 weight %). Ikeno et al further teaches curing the composition at 60°C to prepare a 
sheet [0041]. The component (A), exemplified as a dimethylpolysiloxane with both 
terminals of the molecular chain blocked by a vinyldimethylsilyl group and having a 
viscosity at 25°C of approximately 1Pa.s, and component (B), exemplified as a 
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dimethylpolysiloxane with a hydrogen atom bonded to a silicon atom at both terminals of 
the molecular chain of Ikeno et al meet the limitations of component (A) and component 
(B) of the instant claim respectively. 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-6 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLATUNDE S. OJURONGBE whose telephone number 
is (571 )270-3876. The examiner can normally be reached on Monday-Thursday, 
7.15am-4.45pm, EST time, Alt Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571)272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

O.S.O. 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



